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REMARKS 

Claims 1, 3-21 and 63-97 were pending in the appUcation. Claims 2, 22-62, 95 and 98-106 
have been canceled vrtthout prejudice to their presentation in another application. Claims 1, 11. 63, 
64, 73 and 76-81 have been amended, support for which can be found throughout the specification 
and specifically at the various tables and examples of compounds of the invention. No new matter 
has been added. Upon entiy of the present amendment, claims 1, 3-21 , 63-94 and 97 will be pending. 



I. Summary of the Claimed Invention 

AppUcants' invention is directed to, inter alia, novel benzimidazoles according to 
representative structures I and II. and their derivatives that possess antibacterial activity. This 
invention is also directed to compositions including the benzimidazole derivatives, and methods for 
using the same. 



IL The Claimed Invention Is Novel 

Claim 1 stands rejected under 35 U.S.C. §l02(b) as allegedly being anticipated by G.B. 
Patent No. 1354554 to Helsley (hereinafter, the Helsley reference"). Applicants traverse the rejection 
and respectfully request reconsideration because tiie HeUley reference does not teach every feauire 
recited in claim 1. 

Hie amendments made to claim 1 of tiie present application renders moot this rejection 
because the present claim does not provide for R, to be hydrogen, according to tiie proviso of the 
claim. 

Thus. The Helsley reference docs not teach every featine recited in claim 1 Accordingly, 
Applicants re^ectfuUy request tiiat the rejection under 35 U.S.C. §102(b) be withdrawn. 
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Claim 1 fiirtfaer stands rejected under 35 U.S.C. §102(b) as allegedly being anticipated by 
D£. Patent No. 19916460 Al to Lubish (hereinafter, the Liibisb tefcience"). Applicants traverse the 
rejection and respectfiiUy request reconsideration because the Lubishrefe^^^ 

feature recited in claim 1 . 

The amendments made to claim 1 of the present application renders moot this rejection 
because the present claim does not provide for R, to be hydrogen, according to ihe proviso of the 
claim. 

Thus, the Lubbh reference does not teach every feature recited hi claim 1 Accordingly, 
Applicants reJpectfuUy request that the rejection under 35 U.S.C. §102(b) be v«thdrav«i. 

Claim 63 stands rejected under 35 U.S.C. §102(b) as aUegedly being anticipated by Oguia 
et al. (Journal of Medicinal Chemisny. 1972. VoL 15. No. 9. Pages 923-926) (hereinafter, the "Ogura 
reference"). AppUcanis traverse the rejection and respectfully request reconsideration because the 
Ogura reference does not teach every feature recited in claim 63, as currently amended. 

The amendments made to claim 63 of the present application renders moot this rejection 
because the F^sent claim does not provide for R»andR^^ 

Thus, the Oguia reference does not t^ach every feature recited in claim 63 Accordmgly. 
Applicants respectMy request that the rejection under 35 U.S.C. § 102(b) be vdthdr«wn. 

Claim 63 further stands rejected mider 35 U.S.C. §102(b) as allegedly being anticipated by 
Chemova et al. (Khimilo-Faimasevticheski Zhumai (1991), 25(1). pages 50-52). (hereinafter, the 
- Chemova reference'*)- Applicants trave«e the rejection and respectftiUy request reconsideration 
because the Chemova reference does not teach every feature recited in claim 63, as cuirently 
amended. 

The amendments made to claim 63 of the present appUcation renders moot this rejection 
because the present claim does not provide for I^jand^ato be NO2. 

Thus, the Chemova reference does not teach every feature recited in clahn 63 Accordmgly, 
AppUcants respectfully request that the rejection under 35 U.S.C. § 102(b) be withdravm. 
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Claim 73 stands rejected under 35 U.S.C. §102(b) as aUegedly being anticipated by Viaovic 
et al. (Biosience, Biotechnology, and Biochemistiy. 1992. 56(2), 199-206). (herdnafter. the "Viaovic 
reference"). Applicants traverse the rejection and xespectfuUy request reconsideration because the 
Viaovic reference does not teach every feature recited in claim 73. as cmrcntly amended. 

The amendments made to claim 73 of the present appUcation renders moot this rejection 
because the present claim does not provide for Rsotobealkoj^^ 

Thus, the Viaovic reference does not teach every feature recited in claim 73 Accordingly, 
AppUcantsrespectfullyreqnestthattherejection under 35U,S.C. § 102(b) be Avithdiavm. 

Claims 73-79 stand rejected under 35 U.S.C. §l02(b) as allegedly being anticipated by 
Jerichel et al. D.E. 888032. (hereinafter, the " Jeiichcl reference"). Applicants traverse the rejection 
and respectfully request reconsidemtion because the Jerichdi«tferem:e does nm 
recited in claims 73-79, as currently amended. 

The amendments made to claim 73-79 of the present application renders moot this rejection 
because the present claim does not provide for Rjatobe phenyl. 

Thus, the Jerichel reference does not teach every feature recited in claim 73-79 Accordingly. 
Applicantsrespectfiillyrequestthattherejectionunder35U.S.C. § 102(b) be vathdravm. 



m. The Claims Are Clear And Definite 

Claims 1, 3-21 and 63-97 are rejected under 35 U.S.C. § 1 12, second paragraph, as allegedly 
being indefinite for foiling to particularly point out and distincUy dahn the subject matter which 
AppUcants regard as Hieir invention. ITie Office Action asserts various «R" group definitions and 
misspell^ words in the claims render them indefinite. Although AppUcants believe the claims are 
clear and definite as originally drafted, solely to advance prosecution of the present application, 
AppUcants have amended claims according to flie EKaminer-s suggestions, to be even more dear and 
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definite. SpecificaUy, R20 has been defined according xo corresponding examples found in the various 

tables of the specification. 

Furtheimore. claims 11 and 18-19 have been rejected for failure to particularly point out 
within tlie claim the exact radicals AppUcant wanted to claim. These claims have been 
correspondingly amended to specifically recite each radical AppUcant previously specified. 
Applicant requests, therefore, that this rejectioix be withdravra. 



rV. Conclusion 

In view of the foregoing, Applicants respectfully submit that the claims are in condition for 
allowance. An early notice of the same is earnestly soUcited. The Examiner is invited to contact 
Applicants' undersigned representative at (619) 685-1708 if ihere are any questions regarding 
Applicants' claimed invention. Attached hereto is a marked-up version of the changes made to the 
specification and claims by the current amendment 



ctfully submitted. 



Date: October 2, 2003 

COZEN O'CONNOR 
501 West Broadway suite 1610 
Sandiego, CA 92101-3536 
Telephone: (619) 685-1708 
Facsimile: (866) 765-8603 




Ken Tarbet 
Registration No. 43,181 



CENTRAL f5W(CEfy!THR 

OCT 0 3 2003 
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